
United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 

Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 22313-1450 
www.uspto.gov 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



ATTORNEY DOCICET NO. 



CONFIRMATION NO. 



10/762,642 



01/20/2004 



7590 



05/01/2006 



John F. Klos, Esq. 
Fulbright & Jaworski L.L.P. 
Suite 2100 

80 South Eighth Street 
Minneapolis, MN 55402-2112 



Mark Horton 



30.800-00US 



5319 



EXAMINER 



PRONE, JASON D 



ART UNIT 



PAPER NUMBER 



3724 

DATE MAILED: 05/01/2006 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 10/03) 





Application No. 


Applicant(s) 


Off ire* JXctinn Summarv 


10/762,642 


HORTON, MARK 


Examiner 


Art Unit 






Jason Prone 


3724 





Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 . 1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 
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- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
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earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1)^ Responsive to communication(s) filed on 27 March 2006 . 
2a)E3 This action is FINAL. 2b)D This action is non-final. 

3)D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 
closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 
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5) D Claim(s) is/are allowed. 

6) ^ Claim(s) 1-10 and 12-20 is/are rejected. 

7) D Claim(s) is/are objected to. 
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Application Papers 
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* 10)IEI The drawing(s) filed on 20 January 2004 is/are: a)KI accepted or b)D objected to by the Examiner. 
Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
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DETAILED ACTION 
Claim Objections 

1 . Claim 5 is objected to under 37 CFR 1 .75(c), as being of improper dependent 
form for failing to further limit the subject matter of a previous claim. Applicant is 
required to cancel the claim(s), or amend the claim(s) to place the claim(s) in proper 
dependent form, or rewrite the claim(s) in independent form. Applicant's amendment to 
claim 1 now incorporates the limitation of claim 5. 

Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the. United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

3. Claims 1 and 5 are rejected under 35 U.S.C. 102(e) as being anticipated by 
McGuyer (D509.1 14). See Appendix A, at the end of this Office action for examiner 
added reference numerals. 

McGuyer discloses the same invention including a cutting device having a cutting 
wheel (3), a handle (7) having a finger stop structure (5), a top surface adapted to 
engage a longitudinally extended index finger (55) and a neck portion coupled to the 
cutting wheel and arcuately extending from the first end of the handle (2), and the neck 
portion has a length greater than or equal to the diameter of the cutting wheel (2). 
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4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or. in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

5. Claim 1 7-20 is rejected under 35 U.S.C. 1 02(b) as being anticipated by Arend et 
al. (6,044,565). In regards to claim 17, Arend et al. discloses the invention including 

• providing a cutting device having a cutting wheel (6) and a handle (31), the handle 
having a length of between 4.5 and 7 inches (Column 3 lines 7-11), a finger stop (4), the 
handle having a first end and a top surface adapted to engage an index finger (Column 
3 lines 24-48) grasping the handle of the cutting device with one end of the cutting 
device being held entirely within the palm of the user's hand (Column 3 lines 49-58 
continued to Column 4 lines 1-4) and one surface of the handle engaging a substantial 
portion of the user's index finger (3), and a tip of the index finger engaging the finger 
stop (4) and rolling the cutting wheel across a flat food item to cut the item (Title and 
Abstract. Abstract states the cutter is for sheet goods. Sheet goods are capable of 
being food sheet goods.). In regards to claim 18-20, Arend et al. discloses the same 
method steps Column 3 lines 24-58). 

Claim Rejections - 35 USC §103 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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7. Claims 2 and 3 are rejected under 35 U.S.C. 1 03(a) as being unpatentable over 
McGuyer in view of Stowell et ah (RE37.190). McGuyer discloses the invention 
including the finger stop is an elongate pad extending along a top surface of the handle 
(5). 

However, McGuyer fails to disclose the finger stop is made of rubber. 

Stowell et al. teaches the finger stop is made of rubber (1 8A). Therefore, it would 
have been obvious to one of ordinary skill in the art, at the time of the invention, to have 
provided Larson with a stop made from rubber, as taught by Stowell et al., to prevent 
the user's hand from slipping while in use. 

8. Claims 4 and 6-10 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over McGuyer in view of Arend et al. McGuyer discloses the invention however, 
McGuyer remains silent on the specific dimensions of the cutting apparatus and what it 
is formed of and, therefore, fails to disclose, the ratio of the length of the handle to a 
diameter of the wheel is approximately 3 to 1 , the length of the handle is approximately 
6 inches, the diameter of the cutting wheel is approximately 2 to 3 inches, and the 
handle is formed of plastic. 

It is noted that the term "approximate" means very similar (The American Heritage® 

Dictionary of the English Language, Fourth Edition, Copyright © 2000 by Houghton Mifflin Company. Published by Houghton Mifflin 

company, aii rights reserved). In light of this definition, Arend et al. teaches, in regards to claim 
4, the ratio of the length of the handle to a diameter of the wheel is approximately 3 to 1 
(6.25 and 1.75 is approximately a 3 to 1 ratio, Column 3 lines 7-23). In regards to 
claims 6-8, Arend et al. teaches the length of the handle is approximately 6 inches 
(Column 3 line 10, 6.25 inches is approximately 6 inches). In regards to claim 9, Arend 
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et al. teaches the diameter of the cutting wheel is approximately 2 to 3 inches (Column 
3 line 13, 1.75 inches is approximately 2 inches). In regards to claim 10, Arend teaches 
the handle is formed of plastic (Column 4 lines 5-10). Therefore, it would have been 
obvious to one of ordinary skill in the art, at the time of the invention, to have provided 
McGuyer with specific dimensions/ratios/materials, as taught by Arend et al., to allow 
the apparatus to best conform to an average user's' hand. 

9. Claims 12 and 13 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over McGuyer in view of Riley (5,491 ,898). McGuyer discloses the invention including, 
in regards to claim 12, a cutting wheel (3), a handle made of a first material (7) and 
having a top surface along a first end adapted to engage a longitudinally extended index 
finger (55), a finger stop structure connected to the top surface along the first end and 
positioned to confront the tip of the index finger (5), the finger stop structure made from 
a slip-resistant material (5), a neck extending arcuatly from the first end of the handle 
(2), and the length of the neck is greater than the diameter of the cutting wheel (2). In 
regards to claim 13, McGuyer discloses the finger stop structure includes an elongate 
pad made of slip-resistant material (5). 

However, McGuyer fails to disclose the finger stop is made of a second material 
Riley teaches adding a second non-slip material to a portion of a handle designed to 
encounter the fingers of the user (Column 4 lines 54-57). Therefore, it would have been 
obvious to one of ordinary skill in the art, at the time of the invention, to have provided 
McGuyer with a stop made from a second non-slip material, as taught by Riley, to 
prevent the user's hand from slipping while in use. 
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10. Claims 14-16 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
McGuyer in view of Riley as applied to claim 12 above, and further in view of Arend et 
al. McGuyer and Riley disclose the invention however, McGuyer and Riley remain 
silent on the specific dimensions of the cutting apparatus and, therefore, fails to 
disclose, the ratio of the length of the handle to a diameter of the wheel is approximately 
3 to 1 and the diameter of the cutting wheel is approximately 2 to 3 inches. 

It is noted that the term "approximate" means very similar (The American Heritage® 

Dictionary of the English Language, Fourth Edition, Copyright © 2000 by Houghton Mifflin Company. Published by Houghton Mifflin 

company, aii rights reserved). In light of this definition, Arend et al. teaches, in regards to claim 
15, the ratio of the length of the handle to a diameter of the wheel is approximately 3 to 

1 (6.25 and 1 .75 is approximately a 3 to 1 ratio, Column 3 lines 7-23). In regards to 
claim 14 and 16, Arend et al. teaches the diameter of the cutting wheel is approximately 

2 to 3 inches (Column 3 line 13, 1.75 inches is approximately 2 inches). Therefore, it 
would have been obvious to one of ordinary skill in the art, at the time of the invention, 
to have provided. McGuyer in view of Riley with specific dimensions/ratios, as taught by 
Arend et al., to allow the apparatus to best conform to an average user's hand. 

Response to Arguments 

1 1 . Applicant's arguments with respect to claims 1-10 and 12-20 have been 
considered but are moot in view of the new ground(s) of rejection. In response to 
applicant's argument that cutters used in the previous rejection and the cutter used in 
the current rejection do not teach a top surface supporting an index finger, a recitation 
of the intended use of the claimed invention must result in a structural difference 
between the claimed invention and the prior art in order to patentably distinguish the 
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claimed invention from the prior art. If the prior art structure is capable of performing the 
intended use, then it meets the claim. All the cutters used in the rejections are capable 
of supporting an index finger on the top surface regardless if the reference teaches 
using a thumb on the top surface. The cutter of the instant application is also capable of 
supporting a thumb on the top surface. 

Conclusion 

1 2. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Webb and Lee. 

1 3. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 

§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jason Prone whose telephone number is (571 ) 272- 
4513. The examiner can normally be reached on 7:30-5:00, Mon - (every other) Fri. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Boyer Ashley can be reached on (571) 272-4502. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR.. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-21 7-91 97 (toll-free). • 



jp y^mm^^SL 

April 26, 2006 ' Ptifawexaflltoer 
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Defective images within this document are accurate representations of the original 
documents submitted by the applicant. 

Defects in the images include but are not limited to the items checked: 



□ IMAGE CUT OFF AT TOP, BOTTOM OR SIDES 

□ FADED TEXT OR DRAWING 

□ BLURRED OR ILLEGIBLE TEXT OR DRAWING 

□ SKEWED/SLANTED IMAGES 

□ COLOR OR BLACK AND WHITE PHOTOGRAPHS 

□ GRAY SCALE DOCUMENTS 

□ LINES OR MARKS ON ORIGINAL DOCUMENT 

□ REFERENCE(S) OR EXHIBIT(S) SUBMITTED ARE POOR QUALITY 

□ OTHER: 

IMAGES ARE BEST AVAILABLE COPY. 
As rescanning these documents will not correct the image 
problems checked, please do not report these problems to 
the IFW Image Problem Mailbox. 
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